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DETAILED ACTION 



1. This Office Action is responsive to the following communication: Original Application filed on 9 
April 2004. 

2. Claims 1-15 are pending and present for examination. Claim 1 is independent. 

Specification 

3. The abstract of the disclosure is objected to because of undue length (i.e. exceeds 150 words). 
Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC§ 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

5. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

6. As per independent claim 1, it is unclear whether the intermediate host server must comprise 
of all the sub-components. Additionally, it is unclear whether the website management module must 
inclusively comprise of all the interfaces, modules, and sub-components. 

Claim Rejections - 35 USC§ 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

8. Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. Claim 1 simply presents the components (e.g. server, modules, and interfaces) 
which comprise the subscription managing and transferring system. Specifically, the claims are not 
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directed to the performance or execution of a process which allows for a tangible result. See State 
Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. MPEP 2106. "The claimed invention as a whole must 
accomplish a practical application. That is, it must produce a 'useful, concrete and tangible result' " 
(emphasis added). 



Claim Rejections - 35 USC§ 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1-3 and 12 are rejected under 35 U.S.C. 102(e) as being anticipated by Gernold 
(USPGPUB No. 2004/0254885, hereinafter referred to as GERNOLD), filed on 24 February 2004, and 
published on 16 December 2004. 

11. As per independent claim 1, GERNOLD teaches: 

A subscription managing and transferring system accessible by publishers and end users, 
comprising: 

An internet accessible intermediate host server, comprising: 

At least one storage facility module adapted to contain information about specific 
publications that each end user has individually registered for {See gernold, 

Figure 1; and [0023], wherein this reads over "[t]he data distribution process 180 uses the 
subscriptions 182 stored in the data storage device 140 to determined to which computer 
systems 115 and/or 120 each particular data modification should be sent"}; 

A publication module coupled with the storage facility module {See gernold, Figure 
i}; 

A tracking/reports module communicatively coupled to at least one storage 

facility module {See GERNOLD, Figure 1; and [0023], wherein this reads over 
"[subscriptions 182 for a publication (that is, a particular type of data) to be sent are 
generated, based on application data 150, by the subscription generator 125"}. 
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A user application used by subscribers to connect to the intermediate host server in 
order to determine if new publications have been submitted by publishers who 
the subscriber has registered for, register for new publications, unsubscribe from 
publishers and manage activities related to the specified users account {See 

GERNOLD, [0020], wherein this reads over u [t]he centralized computer system 110 has a centralized 
data repository that includes application data 150 used by all users of all computer systems 110, 115 
or 120 that operate the application. The application data 150 may be stored in a centralized data 
repository"}. 

At least one website management module on the intermediate host server 
communicatively coupled to at least one of the storage facility module or the 
application, wherein the website management module comprises: 

A template based publication creation interface {See gernold, [0052], wherein this 

reads over "[t]he subscription generator 425 includes an association 425A to a particular 
publication of publications 427 and a distribution criteria"}; 

A template based publication management interface {See gernold, [0052], wherein 

this reads over "[t]he subscription generator 425 includes an association 425A to a particular 
publication of publications 427 and a distribution criteria"}; 

A tracking/reportS-checking interface {See GERNOLD, [0052], wherein this reads over "a 
distribution criteria 425B that defines the basis upon which the type of data identified by the 
associated publication is to be distributed"}; 

At least one storage facility connection module {See gernold, Figures i and 4}; 

At least one user application connection module {See gernold, Figures i and 4}; 

An Internet connection between the host server and the Internet {See gernold, 

[0052], wherein this reads over "[t]he centralized CRM system 410 also includes an online client 
429 through which a user is able to access the CRM application program"}. 

A storage facility module communicatively coupled to at least the one of the website 
module, the tracking module, the campaign module, or the user application, 
wherein the storage facility module comprises: 

A plurality of devices and applications for storing publisher information, the 
location of publications submitted by a publisher, application user 
information, and application user tracking statistics {See gernold, Figure i; and 

[0019], wherein this reads over "[e]ach of the data storage devices 140, 142, and 144 includes 
application data 150, 152, or 154 and executable instructions 160, 162, or 164 for an application 
program"}. 

12. As per dependent claim 2, GERNOLD teaches: 

The system of claim 1, wherein the internet accessible host server is configured to carry 
at least one sequence of instructions for accessing subscription information stored in 
a storage facility, wherein execution of the at least one sequence of instructions 
comprises: 
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Supplying, to an application user, new publication information data elements that are 
attributes of at least one query by retrieving the information data elements 
directly from at least one storage facility that contains the information data 

elements {See GERNOLD, [0034], wherein this reads over "calculation logic may identify a 
database query and the results of the database query then are used to generated subscriptions"}; 

Retrieving the one or more information data elements directly from at least one 

Storage facility {See GERNOLD, [0021], wherein this reads over "multiple application entities, 
each of which has a collection of data attribute values. Each entity may be stored as a row in a 
relational database table, an object instance in an object- oriented database"; and [0023], wherein 
this reads over "[subscriptions 182 for a publication (that is, a particular type of data) to be sent are 
generated, based on application data 150, by the subscription generator"}; 

Displaying data information elements directly in the users application {See gernold, 

[0027], wherein this reads over "the graphical user interface may be referred to as a subscription 
agent"}. 

13. As per dependent claim 3, GERNOLD teaches: 

The system of claim 2, wherein the supplying to the user of the publication information 
data elements is performed by: 

The application retrieving from the intermediate server over the network (Otherwise 
known as pull technology), data for only those attributes of the at least one 

query that iS requested by the user {See GERNOLD, [0034], wherein this reads over 
"calculation logic may identify a database query and the results of the database query then are used 
to generated subscriptions"}; 

Retrieving the information data elements directly from the at least one storage 

facility {See GERNOLD, [0034], wherein this reads over "calculation logic may identify a database 
query and the results of the database query then are used to generated subscriptions' 7 }; 

Providing the information data elements to a user over a user interface, wherein the 
user is connected to the server computer over the network {See gernold, Figure i}. 

14. As per dependent claim 12, GERNOLD, in combination with BANERJEE, discloses: 

The system of claim 1, wherein the user application has the ability to maintain its own 
storage facility located on the users hardware device {See gernold, Figures l and 4}. 



Claim Rejections - 35 USC§ 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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16. Claims 4-5 and 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
GERNOLD, in view of Banerjee et al (USPGPUB No. 2003/0005133, hereinafter referred to as BANERJEE), 
filed on 28 June 2001, and published on 2 January 2003. 

GERNOLD teaches the limitations of claims 1-3 and 12 for the reasons stated above. 

GERNOLD differs from the claimed invention in that GERNOLD fails to specifically disclose and 
teach a system wherein an ID is randomly generated (claims 4-5). 

GERNOLD differs from the claimed invention in that GERNOLD fails to specifically disclose and 
teach a system wherein the user application actively downloads publication information from the 
intermediate server (claims 13-14). 

17. As per dependent claim 4, GERNOLD, in combination with BANERJEE, discloses: 

The system of claim 3, wherein a single randomly generated ID is used to identify the 
application end user and in the determining of current publications submitted by 
publishers listed in the users subscription account {See banerjee, [0029], wherein this reads 

over "[a] subscriber database 14 contains records for each online subscriber including the online 
subscriber's identification ... and the subscription expiration date"}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the above invention suggested by GERNOLD, by combining it with the invention 
disclosed by BANERJEE. The results of this combination would lead to a system wherein a subscriber 
database would be used in providing an ID for the application end user and in determining the 
publications submitted by the publishers to which the user is subscribed. 

One of ordinary skill in the art would have been motivated to do this modification in order to 
appropriately provide the user with the current and updated publications to which the user is subscribed. 

18. As per dependent claim 5, GERNOLD, in combination with BANERJEE, discloses: 

The system of claim 3, wherein a single randomly generated ID is used by at least one 
website module for tracking of publication viewing {See banerjee, [0029], wherein this 

reads over M [a] subscriber database 14 contains records for each online subscriber including the online 
subscriber's identification ... and the subscription expiration date"}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the above invention suggested by GERNOLD, by combining it with the invention 
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disclosed by BANERJEE. The results of this combination would lead to a system wherein the ID is used in 
tracking the publication views. 

One of ordinary skill in the art would have been motivated to do this modification in order to 
track which publications had been viewed by which users using the given IDs. 

19. As per dependent claim 13, GERNOLD, in combination with BANERJEE, discloses: 

The system of claim 12, wherein the user application connects to the website module 
and actively downloads the publication information from the intermediate server to 
be stored locally for display through the user application from the users hardware 

device {See BANERJEE, [0007], wherein this reads over "[o]nline subscriptions are delivered over the 
Internet to online subscribers who connect, with a browser, to a subscription server that downloads the 
subscription content to the online subscriber"}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the above invention suggested by GERNOLD, by combining it with the invention • 
disclosed by BANERJEE. The results of this combination would lead to a system wherein the publication 
information may be downloaded onto the users hardware device for display. 

One of ordinary skill in the art would have been motivated to do this modification in order to 
access the publication information should the user no longer be able to access the intermediate server for 
the publication information. 

20. As per dependent claim 14, GERNOLD, in combination with BANERJEE, discloses: 

The system of claim 12, wherein the user application possesses the ability to connect to 
the intermediate server, access the publication locations, and download the 
publications directly to a location on the users hardware device for viewing at a later 

time {See BANERJEE, [0007], wherein this reads over"[t]he files downloaded from the subscription 
server contain all the information . . . required by the online subscriber's computer to display the same 
subscription content'}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the above invention suggested by GERNOLD, by combining it with the invention 
disclosed by BANERJEE. The results of this combination would lead to a system wherein a user would be 
able to access the intermediate server and download the publication. 
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One of ordinary skill in the art would have been motivated to do this modification in order to 
download the publication from the intermediate server such that the user may view the publication 
without having to be connected to the intermediate server. 

21. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over GERNOLD, in view of 
Gerace et al (U.S. Patent No. 7,032,168, hereinafter referred to as GERACE), filed on 27 November 2001, 
and issued on 18 April 2006. 

GERNOLD teaches the limitations of claims 1-3 and 12 for the reasons stated above. 
GERNOLD differs from the claimed invention in that GERNOLD fails to specifically disclose and 
teach a system wherein links are provided to the end users representing the publications (claim 6). 

22. As per dependent claim 6, GERNOLD, in combination with GERACE, discloses: 

The system of claim 1, further comprising an active publication module communicatively 
coupled to at least one of the storage facility module, the tracking/reports module, 
the website management module or the application, wherein the active publication 
module comprises all stored publication and is adapted to extract information from at 
least one of the storage facility module and the tracking/reports module and 
manipulate the extracted information to provide links to the end users representing 

Unviewed and previously Viewed publications {See GERACE, C4:Ll&-30, wherein this reads 
over "[t]he search engine 29 processes the received queries ... and searches the hyperlink database 30 
for data that satisfies the queries and hence satisfies the request 26"}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the above invention suggested by GERNOLD, by combining it with the invention 
disclosed by GERACE. The results of this combination would lead to a system wherein links representing 
the publications would be provided to the users. 

One of ordinary skill in the art would have been motivated to do this modification such that the 
user may activate the links representing the publications and view the publications accordingly. 

23. Claims 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over GERNOLD, in view 
of GERACE, and in further view of Official Notice. 

24. As per dependent claim 7, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have stored publications comprise of at least one hyperlink, connecting 
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the subscriber to the publication, since it was widely known at the time to use hyperlinks in accessing 
various resources (e.g. publications, articles, data) over the Internet. 

25. As per dependent cla im 8, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to display the hyperlink on a display screen such that the user may 
"activate" the hyperlink and allow the resource (i.e. the publication) to be displayed accordingly on the 
display screen. 

26. As per dependent claim 9, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to apply the use of cookies to determine whether the publication had been 
previously viewed. 

27. As per dependent claim 10, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to update the storage facility to reflect that the publication was either 
viewed for the first initial time or for a repeated time, such that the statistics may be used when applying 
the expiration date. 

28. As per dependent claim 11, GERNOLD, in combination with GERACE and Official Notice, 
discloses: 

The system of claim 7, wherein after website module updates the storage facility to 
reflect viewing statistics, the at least one website module then accesses at least one 
storage facility to determine the location of the publication and then direct the user 

to that location {See GERACE, C4:L18-30, wherein this reads over w [t]he search engine 29 processes 
the received queries . . . and searches the hyperlink database 30 for data that satisfies the queries and 
hence satisfies the request 26"}. 

Additionally, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to update certain viewing statistics in the storage facility in either in data structures 
such as a database, logs, or cookies. 

29. Claim 15 is rejected under 35 U.S;C. 103(a) as being unpatentable over GERNOLD, in view of 
BANERJEE, and in further view of McBrearty et al (U.S. Patent No. 6,978,284, hereinafter referred to as 
McBREARTY), filed on 21 March 2002, and issued on 20 December 2005. 

GERNOLD teaches the limitations of claims 1-3 and 12 for the reasons stated above. 
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GERNOLD differs from the claimed invention in that GERNOLD fails to specifically disclose and 
teach a system wherein the expiration dates of publications are determined and expired publications are 
deleted from the users hardware device (claim 15). 

30. As per dependent claim 15, GERNOLD, in combination with BANERJEE and McBREARTY, 
discloses: 

The system of claim 12, wherein the user application connects directly to the 
intermediate server to determine the expiration date of all relevant publications {See 

BANERJEE, [0029], wherein this reads over "[t]hese records include the non-renewal subscriber's 
identification, the non-renewal subscriber's expiration condition"} at which time it deletes expired 

publications from the location on the users hardware device {See mcbrearty, Abstract, 

wherein this reads over "[i]f the earliest expiration date is earlier than the system date then a comparison 
is made with the files in the directory and individual files with expiration dates earlier than the current date 

are deleted"}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the above invention suggested by GERNOLD, by combining it with the invention 
disclosed by BANERJEE and McBREARTY. The results of this combination would lead to a system wherein 
files with expiration dates earlier that a certain threshold are deleted. 

One of ordinary skill in the art would have been motivated to do this modification such that the 
storage device is efficiently purged of out-dated and expired publications. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Paul Kim whose telephone number is (571) 272-2737. The examiner can normally be 
reached on M-F, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jeffrey Gaffin can be reached on (571) 272-4146. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Paul Kim 

Patent Examiner, Art Unit 2161 
TECH Center 2100 




